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DETAILED ACTION 

Response to Amendment 

1. Claims 2-4 have been cancelled and Claims 58-60 have been added; therefore 
Claims 1 and 5-60 are now pending in application 09/409,524. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make and use 
the same and shall set forth the best mode contemplated by the inventor of carrying out his 
invention. 

3. Claims 58-60 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 1, 5-8, 10-12, 14-16, 20-22, 24-34, 37, 38, 40-48, 50-54, and 56-57 
are rejected under 35 U.S.C. 103(a) as being unpatentable over 
InventNet.com (www.inventnet.com, retrieved from Internet Archive 
WayBack Machine <www.archive.org>, date range: 12/3/1998-2/9/1999), 
in view of Legalstar.com (www.legalstar.com, retrieved from Internet 
Archive WayBack Machine <www.archive.org>, date range: 12/2/1998- 
12/7/1998), and further in view of IWAI et al. (US 5,175,681). 

6. As per independent Claim 1, InventNet.com discloses a method of operating 
an information service to facilitate preparation of intellectual property 
documents suitable for filing in one or more of plural target jurisdictions the 
method comprising (pgs. 1-6): registering for each of plural associates (pgs.7- 
9, Patent Attorney Directory), at least one target jurisdiction (pg.7, US area 
codes, Australia, Caribbean, etc.) and a computer readable encoding of a 
plurality of form documents (pg.10) (www.inventnet.com). 

7. InventNet.com fails to expressly disclose wherein the form documents are 
corresponding to target jurisdiction and associate specifications; wherein the 
form documents include fields defined for completion of matter-specific 
information ; distributing at least a portion of the form documents to an 
originating filer for use in preparation of the intellectual property documents 
suitable for filing by respective ones of the associates, wherein the distribution 
is at least one of (i) responsive to selection by the originating filer of one or 
more of the target jurisdictions and, for each selected target jurisdiction, a 
respective one or the associates, and (ii) periodic supply to the originating filer 
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of the computer readable encoding of at least a portion of the form documents 
for each of plural associates: receiving filing documents from the originating 
filer, wherein the filing documents comprise at least a portion of the form 
documents completed with matter-specific information from the originating 
filer; and determining, responsive to the filing documents, respective 
associates for receipt of the filing documents, and forwarding the filing 
documents to the respective associates . 

8. However Legalstar.com.com does disclose providing form documents 
necessary for preparing and filing intellectual property specific matters and for 
the development of entity (associate) specific custom designed forms 

(www . 1 egal star . com) . 

9. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to correlate specific forms with associates 
(attorneys) as required for filing the application, as disclosed by 
Legalstar.com, in the system disclosed by Inventnet.com, for the advantage of 
offering an intellectual property information service with the ability to provide 
the user with all necessary/required tools to efficiently complete an 
intellectual property application filing. 

10. Furthermore, IWAI discloses a computerized system used to facilitate the 
preparation of intellectual property applications for filing in various countries 
(jurisdictions) (Abstract, CI L28-45, C3 L21-67). 

1 1 . Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included wherein the distribution is at 
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least one of (i) responsive to selection by the originating filer of one or more 
of the target jurisdictions and, for each selected target jurisdiction, a 
respective one or the associates; receiving filing documents from the 
originating filer, wherein the filing documents comprise at least a portion of 
the form documents completed with matter-specific information from the 
originating filer; and determining, responsive to the filing documents, 
respective associates for receipt of the filing documents, and forwarding the 
filing documents to the respective associates , as disclosed by IWAI, in the 
system disclosed by Legalstar.com, in the system disclosed by InventNet.com, 
for the advantage of operating an information service to facilitate preparation 
of intellectual property documents with the ability to increase the 
efficiency/effectiveness of the system by providing the user with automated 
tools to complete a number of intellectual property application filings. 

12. As per independent Claim 5, InventNet.com discloses an information system 
for transacting an intellectual property filing with plural targets therefor 
(Patent, Trademark, PCT), the information system comprising: a network 
including an originating node and plural target nodes, the target nodes 
corresponding to associates licensed or otherwise authorized to make 
intellectual property filings in one or more target jurisdictions; and an 
intellectual property filing portal coupled by the network to the originating 
node and at least a portion of the target nodes. 

13. InventNet.com fails to expressly the intellectual property filing portal 
responsive to a selection at the originating node of at least one target 
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jurisdiction and at least one associate corresponding thereto for the intellectual 
property filing; supplying the originating node with particularized 
requirements of the selected at least one target jurisdiction and at least one 
associate, the intellectual property filing portal further responsive to receipt 
via the network of one or more intellectual property filings prepared in 
accordance with the particularized requirements of the selected at least one 
target jurisdiction and at least one associate, supplying corresponding ones of 
the target nodes with respective portions of the received one or more 
intellectual property filings by respective ones of the selected at least one 
associate in respective ones of the selected at least one target jurisdiction. 

14. However Legalstar.com.com does disclose providing form documents 
necessary for preparing and filing intellectual property specific matters and for 
the development of entity (associate) specific custom designed forms 

(www . legalstar . com) . 

15. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to include an the intellectual property filing 
portal responsive to a selection at the originating node of at least one target 
jurisdiction and at least one associate corresponding thereto for the intellectual 
property filing, as disclosed by Legalstar.com, in the system disclosed by 
Inventnet.com, for the advantage of offering an intellectual property 
information service with the ability to provide the user with all 
necessary/required topis to efficiently complete an intellectual property 
application filing. 
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16. Furthermore, IWAI discloses a computerized system used to facilitate the 
preparation of intellectual property applications for filing in various countries 
(jurisdictions) (Abstract, CI L28-45, C3 L21-67). 

17. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included supplying the originating node 
with particularized requirements of the selected at least one target jurisdiction 
and at least one associate, the intellectual property filing portal further 
responsive to receipt via the network of one or more intellectual property 
filings prepared in accordance with the particularized requirements of the 
selected at least one target jurisdiction and at least one associate, supplying 
corresponding ones of the target nodes with respective portions of the 
received one or more intellectual property filings by respective ones of the 
selected at least one associate in respective ones of the selected at least one 
target jurisdiction, as disclosed by IWAI, in the system disclosed by 
Legalstar.com, in the system disclosed by InventNet.com, for the advantage of 
operating an information service to facilitate preparation of intellectual 
property documents with the ability to increase the efficiency/effectiveness of 
the system by providing the user with automated tools to complete a number 
of intellectual property application filings. 

18. As per independent Claim 15, InventNet.com discloses a method of 
operating an intellectual property filing portal for servicing intellectual 
property filing transactions using a network accessible information service, 
the method comprising: responsive to a selection by a user of at least one 
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target jurisdiction and at least one associate corresponding thereto, supplying 
the user, from the information service via the network, with a computer 
readable encoding of one or more form documents. 

19. InventNet.com fails to expressly disclose wherein the form documents are 
specific to the at least one target jurisdiction and at least one associate and 
wherein the form documents include fields defined for completion of matter- 
specific information ; and receiving from the user, at the information service 
via the network, one or more documents suitable for filing completed with 
matter-specific information for corresponding matter , and in accordance with 
the one or more form documents, determining the at least one associate 
corresponding thereto , and forwarding same to the corresponding at least one 
associate for filing in the selected at least one target jurisdiction. 

20. However Legalstar.com.com does disclose providing form documents 
necessary for preparing and filing intellectual property specific matters and for 
the development of entity (associate) specific custom designed forms 
(www. legalstar.com) . 

21. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to include wherein the form documents are 
specific to the at least one target jurisdiction and at least one associate and 
wherein the form documents include fields defined for completion of matter- 
specific information , as disclosed by Legalstar.com, in the system disclosed 
by Inventnet.com, for the advantage of offering an intellectual property 
information service with the ability to provide the user with all 



Application/Control Number: 09/409,524 Page 9 

Art Unit: 3629 

necessary/required tools to efficiently complete an intellectual property 
application filing. 

22. Furthermore, IWAI discloses a computerized system used to facilitate the 
preparation of intellectual property applications for filing in various countries 
(jurisdictions) (Abstract, CI L28-45, C3 L21-67). 

23. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included receiving from the user, at the 
information service via the network, one or more documents suitable for filing 
completed with matter-specific information for corresponding matter , and in 
accordance with the one or more form documents, determining the at least one 
associate corresponding thereto , and forwarding same to the corresponding at 
least one associate for filing in the selected at least one target jurisdiction, as 
disclosed by IWAI, in the system disclosed by Legalstar.com, in the system 
disclosed by InventNet.com, for the advantage of operating an information 
service to facilitate preparation of intellectual property documents with the 
ability to increase the efficiency/effectiveness of the system by providing the 
user with automated tools to complete a number of intellectual property 
application filings. 

24. As per independent Claim 22, InventNet.com discloses a computer 
implemented method of operating a one-stop intellectual property filing 
service, the method comprising: receiving at a computer, a transmission from 
a user, having at least one selection of 'two or more target jurisdictions and 
corresponding one or more associates for an intellectual property filing.. 
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25. InventNet.com fails to expressly disclose in response to the at least one 
selection, supplying a transmission from the computer to the user, of one or 
more target jurisdiction and associate specific documents for completion; 
receiving, at the computer, the completed one or more target jurisdiction and 
associate-specific documents; and forwarding, from the computer, respective 
ones of the target jurisdiction and associate-specific documents, to each of the 
selected one or more associates for filing in respective of the selected two or 
more target jurisdictions. 

26. However Legalstar.com.com does disclose providing form documents 
necessary for preparing and filing intellectual property specific matters and for 
the development of entity (associate) specific custom designed forms 
(www.legalstar.com). 

27. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to include in response to the at least one 
selection, supplying a transmission from the computer to the user, of one or 
more target jurisdiction and associate specific documents for completion, as 
disclosed by Legalstar.com, in the system disclosed by Inventnet.com, for the 
advantage of offering an intellectual property information service with the 
ability to provide the user with all necessary/required tools to efficiently 
complete an intellectual property application filing. 

28. Furthermore, IWAI discloses a computerized system used to facilitate the 
preparation of intellectual property applications for filing in various countries 
(jurisdictions) (Abstract, CI L28-45, C3 L21-67). 
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29. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included receiving, at the computer, the 
completed one or more target jurisdiction and associate-specific documents; 
and forwarding, from the computer, respective ones of the target jurisdiction 
and associate-specific documents, to each of the selected one or more 
associates for filing in respective of the selected two or more target 
jurisdictions, as disclosed by IWAI, in the system disclosed by Legalstar.com, 
in the system disclosed by InventNet.com, for the advantage of operating an 
information service to facilitate preparation of intellectual property documents 
with the ability to increase the efficiency/effectiveness of the system by 
providing the user with automated tools to complete a number of intellectual 
property application filings. 

30. As per independent Claim 25, InventNet.com discloses a computer 
implemented method for initiating filing of one or more intellectual property 
related documents, said method comprising: selecting one or more target 
jurisdictions from amongst a set of supported jurisdictions; and responsive to 
each selected target jurisdiction, obtaining a computer readable encoding of 
one or more form documents. 

31. InventNet.com fails to expressly disclose wherein the one or more form 
documents are specific to the target jurisdiction and to a respective associate 
therefor; and supplying at least a portion of a set of filing documents in 
accordance with the one or more form documents, for transfer to the 
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respective associate suitable for filing in the selected one or more target 
jurisdiction. 

32. However Legalstar.com.com does disclose providing form documents 
necessary for preparing and filing intellectual property specific matters and for 
the development of entity (associate) specific custom designed forms 
(www.legalstar.com). 

33. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included wherein the one or more form 
documents are specific to the target jurisdiction and to a respective associate 
therefor, as disclosed by Legalstar.com, in the system disclosed by 
Inventnet.com, for the advantage of offering an intellectual property 
information service with the ability to provide the user with all 
necessary/required tools to efficiently complete an intellectual property 
application filing. 

34. Furthermore, IWAI discloses a computerized system used to facilitate the 
preparation of intellectual property applications for filing in various countries 
(jurisdictions) (Abstract, CI L28-45, C3 L21-67). 

35. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included supplying at least a portion of a 
set of filing documents in accordance with the one or more form documents, 
for transfer to the respective associate suitable for filing in the selected one or 
more target jurisdiction, as disclosed by IWAI, in the system disclosed by 
Legalstar.com, in the system disclosed by InventNet.com, for the advantage of 
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operating an information service to facilitate preparation of intellectual 
property documents with the ability to increase the efficiency/effectiveness of 
the system by providing the user with automated tools to complete a number 
of intellectual property application filings. 

36. As per independent Claim 33, InventNet.com discloses a computer 
implemented method for initiating filing of one or more intellectual property 
related documents, said method comprising: selecting one or more target 
jurisdictions from amongst a set of supported jurisdictions; for at least one 
selected target jurisdiction, selecting from amongst one or more attorneys or 
agents available therefor; and for each selected target jurisdiction, 
transforming a computer readable encoding of intellectual property 
application data to a format appropriate for filing and consistent with 
requirements of the selected target jurisdiction, the transforming being in 
accordance with a computer readable encoding of filing requirements for the 
selected target jurisdiction; and electronically transmitting the transformed 
computer readable encoding to an attorney or agent for filing in the selected 
target jurisdiction. 

37. InventNet.com fails to expressly disclose for each selected target jurisdiction, 
transforming a computer readable encoding of intellectual property 
application data to a format appropriate for filing and consistent with 
requirements of the selected target jurisdiction, the transforming being in 
accordance with a computer readable encoding of filing requirements for the 
selected target jurisdiction; and electronically transmitting the transformed 
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computer readable encoding to an attorney or agent for filing in the selected 
target jurisdiction. 

38. However Legalstar.com.com does disclose providing form documents 
necessary for preparing and filing intellectual property specific matters and for 
the development of entity (associate) specific custom designed forms 
(www.legalstar.com). 

39. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included for each selected target 
jurisdiction, transforming a computer readable encoding of intellectual 
property application data to a format appropriate for filing and consistent with 
requirements of the selected target jurisdiction, the transforming being in 
accordance with a computer readable encoding of filing requirements for the 
selected target jurisdiction, as disclosed by Legalstar.com, in the system 
disclosed by Inventnet.com, for the advantage of offering an intellectual 
property information service with the ability to provide the user with all 
necessary/required tools to efficiently complete an intellectual property 
application filing. 

40. Furthermore, IWAI discloses a computerized system used to facilitate the 
preparation of intellectual property applications for filing in various countries 
(jurisdictions) (Abstract, CI L28-45, C3 L21-67). 

41. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included electronically transmitting the 
transformed computer readable encoding to an attorney or agent for filing in 
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the selected target jurisdiction, as disclosed by IWAI, in the system disclosed 
by Legalstar.com, in the system disclosed by InventNet.com, for the 
advantage of operating an information service to facilitate preparation of 
intellectual property documents with the ability to increase the 
efficiency/effectiveness of the system by providing the user with automated 
tools to complete a number of intellectual property application filings. 

42. As per independent Claim 41, InventNet.com discloses a computer 
implemented method of preparing one or more intellectual property filings, 
said method comprising: receiving, at a target computer, a selection of one or 
more target jurisdictions from an originating computer system. 

43. InventNet.com fails to expressly disclose responsive to the receipt of the 
selection, supplying, from the target computer to the originating computer 
system; a computer readable encoding of filing requirements for the selected 
one or more target jurisdictions; and receiving, at the target computer, in 
computer readable for, at least one document suitable for filing in respective 
ones of the selected one or more target jurisdictions and prepared at the 
originating computer system in accordance with the computer readable 
encoding of filing requirements. 

44. However Legalstar.com.com does disclose providing form documents 
necessary for preparing and filing intellectual property specific matters and for 
the development of entity (associate) specific custom designed forms 
(www . legals tar . com) . 
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45. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included responsive to the receipt of the 
selection, supplying, from the target computer to the originating computer 
system; a computer readable encoding of filing requirements for the selected 
one or more target jurisdictions, as disclosed by Legalstar.com, in the system 
disclosed by Inventnet.com, for the advantage of offering an intellectual 
property information service with the ability to provide the user with all 
necessary/required tools to efficiently complete an intellectual property 
application filing. 

46. Furthermore, IWAI discloses a computerized system used to facilitate the 
preparation of intellectual property applications for filing in various countries 
(jurisdictions) (Abstract, CI L28-45, C3 L21-67). 

47. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included receiving, at the target 
computer, in computer readable for, at least one document suitable for filing 
in respective ones of the selected one or more target jurisdictions and prepared 
at the originating computer system in accordance with the computer readable 
encoding of filing requirements, as disclosed by IWAI, in the system 
disclosed by Legalstar.com, in the system disclosed by InventNet.com, for the 
advantage of operating an information service to facilitate preparation of 
intellectual property documents with the ability to increase the 
efficiency/effectiveness of the system by providing the user with automated 
tools to complete a number of intellectual property application filings. 
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48. As per independent Claim 44, InventNet.com discloses an information 
system for preparing intellectual property filings for at least one target in 
accordance with requirements therefor, the information system comprising: a 
selection facility by which a user thereof selects the at least one target. 

49. InventNet.com fails to expressly disclose retrieval interface to intellectual 
property application data stored; a retrieval interface to requirements data 
corresponding to the target; a filing preparation facility responsive to the 
selection facility to transform the intellectual property application filing 
format suitable for filing in accordance with the target requirement data; and 
prepare at least one additional document in accordance with the intellectual 
property application and suitable for filing in accordance with target 
requirement data. 

50. However Legalstar.com.com does disclose providing form documents 
necessary for preparing and filing intellectual property specific matters and for 
the development of entity (associate) specific custom designed forms 

(www . le gal star, com) . 

51. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included retrieval interface to intellectual 
property application data stored; a retrieval interface to requirements data 
corresponding to the target, as disclosed by Legalstar.com, in the system 
disclosed by Inventnet.com, for the advantage of offering an intellectual 
property information service with the ability to provide the user with all 
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necessary/required tools to efficiently complete an intellectual property 
application filing. 

52. Furthermore, IWAI discloses a computerized system used to facilitate the 
preparation of intellectual property applications for filing in various countries 
O'urisdictions) (Abstract, CI L28-45, C3 L21-67). 

53. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included a filing preparation facility 
responsive to the selection facility to transform the intellectual property 
application filing format suitable for filing in accordance with the target 
requirement data; and prepare at least one additional document in accordance 
with the intellectual property application and suitable for filing in accordance 
with target requirement data, as disclosed by IWAI, in the system disclosed by 
Legalstar.com, in the system disclosed by InventNet.com, for the advantage of 
operating an information service to facilitate preparation of intellectual 
property documents with the ability to increase the efficiency/effectiveness of 
the system by providing the user with automated tools to complete a number 
of intellectual property application filings. 

54. As per independent Claim 52, InventNet.com discloses a computer program 
product encoded in a computer readable medium, the computer program 
product comprising: selection code executable to select one or more target 
jurisdictions and respective associates from amongst a set of target 
jurisdictions and associates therefor. 
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55. InventNet.com fails to expressly disclose retrieval code executable to retrieve, 
in accordance with the selection, a computer readable encoding of target 
jurisdiction- and associate-specific filing requirements; document preparation 
code executable to prepare one or more target jurisdiction- and associate- 
specific documents in accordance with the retrieved requirements; and filing 
initiation code executable to transmit the prepared documents for filing by the 
selected one or more associates in the selected one or more target 
jurisdictions. 

56. However Legalstar.com.com does disclose providing form documents 
necessary for preparing and filing intellectual property specific matters and for 
the development of entity (associate) specific custom designed forms 
(www.legalstar.com). 

57. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included retrieval code executable to 
retrieve, in accordance with the selection, a computer readable encoding of 
target jurisdiction- and associate-specific filing requirements, as disclosed by 
Legalstar.com, in the system disclosed by Inventnet.com, for the advantage of 
offering an intellectual property information service v^ith the ability to provide 
the user with all necessary/required tools to efficiently complete an 
intellectual property application filing. 

58. Furthermore, IWAI discloses a computerized system used to facilitate the 
preparation of intellectual property applications for filing in various countries 
(jurisdictions) (Abstract, CI L28-45, C3 L21-67). 
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59. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included document preparation code 
executable to prepare one or more target jurisdiction- and associate-specific 
documents in accordance with the retrieved requirements; and filing initiation 
code executable to transmit the prepared documents for filing by the selected 
one or more associates in the selected one or more target jurisdictions, as 
disclosed by IWAI, in the system disclosed by Legalstar.com, in the system 
disclosed by InventNet.com, for the advantage of operating an information 
service to facilitate preparation of intellectual property documents with the 
ability to increase the efficiency/effectiveness of the system by providing the 
user with automated tools to complete a number of intellectual property 
application filings. 

60. As per independent Claim 56, InventNet.com discloses an intellectual 
property filing preparation system comprising: means for selecting one or 
more target jurisdictions and respective associates. 

61 . InventNet.com fails to expressly disclose means for obtaining form documents 
specific to each selected target jurisdiction and associate; means for 
completing the obtaining form documents in accordance with matter specific 
data; and means for transmitting a technical document and respective of the 
completed form documents for filing by the selected associates. 

62. However Legalstar.com.com does disclose providing form documents 
necessary for preparing and filing intellectual property specific matters and for 
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the development of entity (associate) specific custom designed forms 
(www.legalstar.com). 

63. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included means for obtaining form 
documents specific to each selected target jurisdiction and associate, as 
disclosed by Legalstar.com, in the system disclosed by Inventnet.com, for the 
advantage of offering an intellectual property information service with the 
ability to provide the user with all necessary/required tools to efficiently 
complete an intellectual property application filing. 

64. Furthermore, IWAI discloses a computerized system used to facilitate the 
preparation of intellectual property applications for filing in various countries 
(jurisdictions) (Abstract, CI L28-45, C3 L21-67). 

65. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included means for completing the 
obtaining form documents in accordance with matter specific data; and means 
for transmitting a technical document and respective of the completed form 
documents for filing by the selected associates, as disclosed by IWAI, in the 
system disclosed by Legalstar.com, in the system disclosed by InventNet.com, 
for the advantage of operating an information service to facilitate preparation 
of intellectual property documents with the ability to increase the 
efficiency/effectiveness of the system by providing the user with automated 
tools to complete a number of intellectual property application filings. 
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66. As per Claim 6, InventNet.com and IWAI disclose wherein the selection at the 
originating node includes selection of two or more target jurisdictions. 

67. As per Claim 7, InventNet.com and IWAI disclose wherein for each selected 
at least one target jurisdiction and corresponding at least one associate, the 
particularized requirements include: formatting requirements for filing of the 
intellectual property filing in the target jurisdiction; and an encoding of at 
least one filing suitable for filing at target jurisdiction. 

68. As per Claim 8, InventNet.com and IWAI disclose wherein for each selected 
at least one target jurisdiction and corresponding at least one associate, the 
particularized requirements include: information characterizing one or more 
data fields for which values specific to the intellectual property filing are to be 
supplied from the originating node to allow preparation of documents for 
filing in the selected at least one target jurisdiction by the selected at least one 
associate. 

69. As per Claim 10, InventNet.com and IWAI disclose wherein the originating 
node includes a computer of a managing attorney or intellectual property 
owner; and wherein at least a portion of the target nodes include a computer of 
a respective associate configured to electronically receive at least a portion of 
the intellectual property filing from the originating node via the intellectual ' 
property filing portal. 

70. As per Claim 11, InventNet.com and IWAI disclose wherein the originating 
node includes a web browser; wherein the intellectual property filing portal 
includes a web server; and wherein the selection of at least one target 
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jurisdiction and at least one associate, the supplying of the particularized 
requirements, and the receipt of the one or more intellectual property filings 
prepared in accordance with the particularized requirements are achieved, at 
least in part, using internet protocol traffic between the web browser and the 
web server. 

71. As per Claim 12, InventNet.com and IWAI disclose wherein the intellectual 
property filing portal is further responsive to registration by one or more of 
the associates of particularized requirements for the corresponding at least one 
target jurisdiction; wherein the supplied particularized requirements include 
those registered by the selected at least one associates. 

72. As per Claim 14, InventNet.com and IWAI disclose wherein the received 
intellectual property filings include one or more of: a computer readable 
encoding of a technical document including specification and claims 
formatted in accordance with the supplied particularized requirements of at 
least a first of the selected target jurisdictions; and a computer readable 
encoding of information for completion of a filing paper, request for 
examination or transmittal in accordance with the supplied particularized 
requirements of the first selected target jurisdiction and the selected associate 
therefore. 

73. As per Claim 16, InventNet.com and IWAI disclose registering one or more 
associates for the making of intellectual property filing in respective one or 
more target jurisdictions, the registering including updating a data store with 
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computer readable encodings of one or more form documents specific to at 
least one associate and the respective at least one target jurisdiction. 

74. As per Claim 20, InventNet.com and IWAI disclose responsive to the 
selection by the user of the at least one target jurisdiction and the at least one 
associate corresponding thereto, retrieving a computer readable encoding of 
target jurisdiction filing requirements for technical documents; retrieving a 
computer readable encoding of at least one technical document for the 
corresponding matter ; and transforming the at least one technical documents 
for filing in accordance with the target jurisdiction filing requirements for 
technical documents. 

75. As per Claim 21, InventNet.com and IWAI disclose supplying the user, via 
the network, with the computer readable encoding of target jurisdiction filing 
requirements for technical documents; and receiving from the user, via the 
network, the prepared one or more technical documents complying with the 
target jurisdiction filing requirements; and forwarding the one or more 
technical documents, together with the documents suitable for filing , to the 
corresponding at least one associate. 

76. As per Claim 24, InventNet.com and IWAI disclose populating the one ore 
more target jurisdiction and associate-specific documents with matter specific 
information. 

' 77. As per Claim 26, InventNet.com and IWAI disclose for each selected target 
jurisdiction: completing the one or more form documents in accordance with 
matter specific information retrieved from a data store. 
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78. As per Claim 27, InventNet.com and IWAI disclose selecting the respective 
associate from amongst a set of supported associates. 

79. As per Claims 28-30, InventNet.com and IWAI disclose wherein the obtaining 
is from an intellectual property filing portal; and wherein the supplying for 
transfer includes supplying a computer readable encoding to the intellectual 
property filing portal for forwarding to the respective associate. 

80. As per Claim 31, InvpntNet.com and IWAI disclose wherein the obtaining and 
the supplying are via a network; and wherein the supplied portion of the set of 
filing documents includes at least a computer readable encoding of one or 
more technical documents. 

81. As per Claim 32, InventNet.com and IWAI disclose wherein the supplied 
portion of the set of filing documents includes one or more technical 
documents and completed ones of the one or more form documents. 

82. As per Claim 34, InventNet.com and IWAI disclose wherein the transforming 
is further in accordance with a computer readable encoding if the selected 
attorney or agent's requirements. 

83. As per Claim 37, InventNet.com and IWAI disclose wherein the electronically 
transmitting is via an information service intermediary; and further 
comprising receiving from the information service intermediary at least the 
computer readable encoding of filing requirements for the selected one or 
more target jurisdictions. 
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84. As per Claim 38, InventNet.com and IWAI disclose wherein the electronically 
transmitting is via an information service intermediary; and wherein the 
transforming is performed by the information service intermediary. 

85. As per Claim 40, InventNet.com and IWAI disclose representing the 
intellectual property application data in a target-neutral format prior to the 
transforming thereof. 

86. As per Claim 42, InventNet.com and IWAI disclose for each target 
jurisdiction selection, receiving a selection of at least one attorney and/or 
agent corresponding thereto, wherein the computer readable encoding of filing 
requirements includes attorney- and/or agent-specific requirements for at least 
the selected at least one attorney and/or agent. 

87. As per Claim 43, InventNet.com and IWAI disclose transmitting, for at least 
one of the selected one or more target jurisdictions, a computer readable 
encoding of a technical document for filing in the selected one or more 
selected target jurisdiction. 

88. As per Claim 45, InventNet.com and IWAI disclose a communications 
interface for transmitting the transformed intellectual property application data 
and at least one additional document for filing. 

89. As per Claim 46, InventNet.com and IWAI disclose a data store, responsive to 
the retrieval interface, for storing the intellectual property application data. 

90. As per Claim 47, InventNet.com and IWAI disclose wherein the target 
includes a target jurisdiction and/or convention; and wherein the target 
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requirement data includes filing requirements for the target jurisdiction and/or 
convention. 

91. As per Claim 48, InventNet.com and IWAI disclose wherein the target further 
includes an attorney and/or agent; and wherein the target requirement data 
further includes attorney- and/or agent-specific requirements. 

92. As per Claim 50, InventNet.com and IWAI disclose wherein the target- 
specific intellectual property application-filing format is an electronic format 
for transmission to the target. 

93. As per Claim 51, InventNet.com and IWAI disclose an information system 
embodied as a client application executable on a originating computer and 
implementing: the selection facility, the retrieval interface to intellectual 
property application data, the retrieval interface to requirement data; and the 
filing preparation facility and including a communications interface to a server 
application; and wherein at least the requirement data is hosted by the server 
application. 

94. As per Claim 53, InventNet.com and IWAI disclose wherein the selected 
code, the retrieval code, the document preparation code and filing initiation 
code are all executable on a same processor. 

95. As per Claim 57, InventNet.com and IWAI disclose wherein, the one or more 
target jurisdiction and associate-specific documents include one or more 
technical documents. 
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96. Claims 54 and 55 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Legalstar.com, in view of InventNet.com, and further 
in view of IWAI. 

97. As per independent Claim 54, Legalstar.com fails to expressly discloses a 
method of making a computer readable encoding of one or more target 
jurisdiction- and associate-specific form document, the method comprising: 
maintaining a data store of target jurisdiction- and associate-specific form 
documents for transacting an intellectual property filing in the target 
jurisdictions using respective of 'the associates; encoding, based on contents of 
the data store, an enumeration, for transmission to a computer, of at least a 
subset of the target jurisdiction and respective of the associates therefor; 
receiving a selection of one or more of the target jurisdictions and respective 
associates; retrieving, based on the selection, corresponding of the target 
jurisdiction- and associate-specific form documents; and encoding as a 
response to the selection for transmission to the computer, the retrieved target 
jurisdiction- and associate-specific for documents. 

98. However Legalstar.com.com does disclose providing form documents 
necessary for preparing and filing intellectual property specific matters and for 
the development of entity (associate) specific custom designed forms 
(www. legalstar.com) . 

99. Inventnet.com discloses a subset of the target jurisdiction and respective of the 
associates therefor; receiving a selection of one or more of the target 
jurisdictions and respective associates. 
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100. Furthermore, IWAI discloses a computerized system used to facilitate the 
preparation of intellectual property applications for filing in various countries 
(jurisdictions) (Abstract, CI L28-45, C3 L21-67). 

101 . Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have included a method of making a 
computer readable encoding of one or more target jurisdiction- and associate- 
specific form document, the method comprising: maintaining a data store of 
target jurisdiction- and associate-specific form documents for transacting an 
intellectual property filing in the target jurisdictions using respective of the 
associates; encoding, based on contents of the data store, an enumeration, for 
transmission to a computer, of at least a subset of the target jurisdiction and 
respective of the associates therefor; receiving a selection of one or more of 
the target jurisdictions and respective associates; retrieving, based on the 
selection, corresponding of the target jurisdiction- and associate-specific form 
documents; and encoding as a response to the selection for transmission to the 
computer, the retrieved target jurisdiction- and associate-specific for 
documents, in the system disclosed by IWAI, in the system disclosed by 
Inventnet.com, in the system disclosed by Legalstar.com, for the advantage of 
offering an intellectual property information service with the ability to provide 
the user with all necessary/required tools to efficiently complete an 
intellectual property application filing; and to increase the 
efficiency/effectiveness of the system by providing the user with automated 
tools to complete a number of intellectual property application filings. 
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102. As per Claim 55, InventNet.com and IWAI disclose registering individual 
one or ones of the associates for fulfillment of intellectual property filing in 
respective of the target jurisdictions. 

103. Claims 9,17,18, and 23 are rejected under 35 U.S.C, 103(a) as being 
unpatentable over InventNet.com, in view of IWAI et al., and further in 
view of Brown, Pinnisi & Michaels, PC (www.lightlink.com\bbm, 
retrieved from Internet Archive Wayback Machine <www.archive.org>, 
date range: 2/24/1998-2/18/1999). 

104. As per Claim 9, InventNet.com and IWAI fail to expressly disclose 
wherein for each selected at least one target jurisdiction and corresponding at 
least one associate, the particularized requirements include: an encoding of at 
least one paper required by the selected at least one associate. 

105. However, BPM discloses an intellectual property information service with 
an encoding of at least one paper required by the selected at least one 
associate (pgs.7-9, Invention Disclosure Form). 

106. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have included an encoding of at least one 
paper required by the selected at least one associate, as disclosed by BBM, in 
the system disclosed by IWAI, in the system disclosed by InventNet.com, for 
the advantage of operating an information service to facilitate preparation of 
intellectual property documents with the ability to increase the efficiency of 
the system by providing the users with the necessary tools/information to 
complete a intellectual property application filing. 
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107. As per Claims 17 and 23, InventNet.com and IWAI disclose fail to 
expressly disclose providing one or more quoted fees associated with both the 
at least one target jurisdiction and the at least one associate, wherein the 
supplying of the computer readable encoding of one or more form documents 
is contingent upon authorization by the user of the quoted fees. 

108. However, BPM discloses an intellectual property information service 
wherein the website outlines the fees associated with the application process 
(pgs.10-12) along with an outline of the steps required in the application 
process, to include an initial consultation, search, and application completion 
and filing (pgs. 10-12). 

109. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to simple automate this process by 
completing the outlined steps electronically - to include an electronic 
consultation (wherein fees and schedules would be reviewed and agreed upon) 
and to further supply the necessary forms for completion of the intellectual 
property application process, for the advantage of increasing the efficiency 
and effectiveness of the system by supplying the user with a fully automated 
method of completing the application process. 

110. As per Claim 18, InventNet.com, IWAI, and BPM disclose providing one 
ore more quoted fees associated with both the at least one target jurisdiction 
and the at least one associate substantially coincident with the selection; and 
transacting the quoted fees substantially coincident with the one or more of 
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the selection, the receiving of one or more documents and the filing in the 
selected target jurisdiction (see rejection of Claims 1 7 and 23). 

111. Claims 13, 35, 36, 39, and 49 are rejected under 35 U.S.C. 103 as being 
unpatentable over InventNet.com in view of IWAI. 

112. As per Claim 13, InventNet.com and IWAI fail to expressly show wherein 
the network includes one or more of a packet switched network segment, a 
circuit switched network segment, a public network segment, a private 
network segment, a public switched telecommunications network segment, 
and a virtual private network. 

113. However these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The method of 
operating an information service to facilitate preparation of intellectual 
property documents would be performed regardless of the type of network 
used. Thus, this descriptive material will not distinguish the claimed 
invention from the prior art in terms of patentability, see In re Gulack, 703 
F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In reLowry, 32 F.3d 
1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

114. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have used a network that included one or 
more of a packet switched network segment, a circuit switched network 
segment, a public network segment, a private network segment, a public 
switched telecommunications network segment, and a virtual private network, 
because such data does not functionally relate to the steps in the method 
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claimed and because the subjective interpretation of the data does not 
patentably distinguish the claimed invention. 

115. As per Claims 35, 36, and 49, InventNet.com and IWAI fail to expressly 
show wherein the intellectual property application data includes contents of a 
priority application, data retrieved from a docket system, and/or priority 
application data content corresponding to a previously filed intellectual 
property application. 

1 16. However these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The method of 
operating an information service to facilitate preparation of intellectual 
property documents would be performed regardless of what the intellectual 
property application data included. Thus, this descriptive material will not 
distinguish the claimed invention from the prior art in terms of patentability, 
see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); 
In reLowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

117. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have used intellectual property application 
data that included contents of a priority application, data retrieved from a 
docket system, and/or priority application data content corresponding to a 
previously filed intellectual property application, because such data does not 
functionally relate to the steps in the method claimed and because the 
subjective interpretation of the data does not patentably distinguish the 
claimed invention. 
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118. As per Claim 39, InventNet.com and IWAI fail to expressly show wherein 
the one or more intellectual property related documents include at least one of 
an intellectual property application, an amendment, a transmittal paper, an 
appointment of agent, and legalization paper. 

119. However these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The method of 
operating an information service to facilitate preparation of intellectual 
property documents, would be performed regardless of the what intellectual 
property related documents were used. Thus, this descriptive material will not 
distinguish the claimed invention from the prior art in terms of patentability, 
see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); 
In reLowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

120. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have used intellectual property related 
documents that included at least one of an intellectual property application, an 
amendment, a transmittal paper, an appointment of agent, and legalization 
paper, because such data does not functionally relate to the steps in the 
method claimed and because the subjective interpretation of the data does not 
patentably distinguish the claimed invention. 

121. Claim 19 is rejected under 35 U.S.C. 103 as being unpatentable over 
InventNet.com in view of IWAI, and further in view of BPM. 

122. As per Claim 19, InventNet.com, IWAI, and BPM fail to expressly show 
wherein the transacting includes one or more of debiting a deposit account, 
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executing a wire transfer, and electronically authorizing payment of the 
quoted fees using a credit card, debit card or other payment system. 

123. However these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The method of 
operating an information service to facilitate preparation of intellectual 
property documents would be performed regardless of the type of transaction 
used. Thus, this descriptive material will not distinguish the claimed 
invention from the prior art in terms of patentability, see In re Gulack, 703 
F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 
1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

124. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have used a transaction that included one 
or more of debiting a deposit account, executing a wire transfer, and 
electronically authorizing payment of the quoted fees using a credit card, debit 
card or other payment system, because such data does not functionally relate 
to the steps in the method claimed and because the subjective interpretation of 
the data does not patentably distinguish the claimed invention. 



Response to Arguments 
125. Applicant's arguments with respect to Claims 1 and 5-60 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 



126. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Jonathan Ouellette whose telephone 
number is (703) 605-0662. The examiner can normally be reached on 
Monday through Friday, 8am - 4:30pm. 

127. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, John Weiss can be reached on (703) 308-2702. The 
fax phone numbers for the organization where this application or proceeding 
is assigned are (703) 305-7687 for regular communications and (703) 305- 
3597 for After Final communications. 

128. Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number 
is (703) 306-5484. 
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